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DETAILED ACTION 

1. The Amendment received August 28, 2006 has been entered. Claims 1-10, 12-23 and 25 
remain pending in this application. Applicants' Remarks have been fully considered; and this 
Office action is in response thereto. 

Important Notice To Applicants 

2. The amendment to the claims received on 8/28/06 does not comply with the requirements 

of 37 CFR 1.121(c) because the canceled claims 1 1 and 24 presented with claim texts that are 

noncompliant with 37 CFR 1.121 (c)(4)(i); see M.P.E.P § 714 [R-5]. Amendments to the claims 

filed on or after July 30, 2003 must comply with 37 CFR 1 .121(c)(4)(i) which states: 

(4) When claim text shall not be presented; canceling a claim. 

(i) No claim text shall be presented for any claim in the claim listing with 
the status of "canceled" or "not entered." 

However, in order to reduce the processing time, the Amendment has been considered. 

An amendment submitted to the Office is required to comply with 37 CFR 1.121. 

Response to Arguments 

3. Applicants' amendments have overcome the objections and rejections with respect to the 
Drawings, Specification, IDS, and Claim rejections under 35 U. S.C § 1 12 recited in the prior 
Office action. 

4. Applicant's arguments with respect to claims 1-25 have been considered but are moot in 
view of the new grounds of rejection discussed hereinafter. 

Claim Rejections - 35 USC § 112 

5. following is a quotation of the second paragraph of 35 U.S. C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1-10, 12, 14-23 and 25 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 1, the phrase "such that a user will only" recited in line 9 renders the 
claim indefinite because one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. For the purpose of this Office action, the phrase "such that a user will 
only" is changed to -for a user to only-. 

Regarding claims 9, 10, 22 and 23, the phrases "that can sense" render the claims 
indefinite. For the purpose of this Office action, said phrases "that can sense" are changes to 
-that senses—. 

Regarding claim 12, the phrase "the functions that can be activated" renders the claim 
indefinite. For the purpose of this Office action, the phrase is changed to -the function that is 
activated-. 

Regarding claim 14, the phrase "such that a user can make" render the claim indefinite. 
For the purpose of this Office action, the phrase "such that a user can make" is changed to 

- for a user to make — . 

Regarding claim 15, the phrase "the functions above" renders the claim indefinite. For 
the purpose of this Office action, the phrase is changed to 

- the electronic appliances above—. 
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Regarding claim 25, the phrase "providing functions that can be activated" renders the 
claim indefinite. For the purpose of this Office action, the phrase "providing functions that 
can be activated" is changed to ~ providing the function that is activated --. 

Applicants are required to make appropriate corrections in response to this Office action. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1, 2, 4, 13-15 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Davis (U.S. Patent No. 6,292,674) in view of Rekimoto (U.S. Patent No. 6,567,068). 

9. Regarding claims 1 and 2, Davis, figures 1 and 3, teaches a portable electronic appliance, 
which is a mobile telephone (10), comprising: a portable electronic appliance having a housing 
(12), a data entry device (26) and a display screen (30); a first sensor (504) (a motion sensing 
switch 504, see figure 5, and col. 6, lines 9-13) at least one second sensor (304) (a capacitive 
switch 304, see figure 3) disposed on a surface of the housing for a user to only make physical 
contact with the at least one second sensor to thereby actuate the at least one second sensor; and 
wherein the first sensor and the at least one second sensor provides contact data to a sensor 
circuit 346 (a switch Detector 346) disposed within the within the portable electronic appliance, 
wherein the contact data in the sensor circuit is utilized by a processor 22 (a Controller 22) 
within the portable electronic appliance to determine whether or not to activate or deactivate a 



Application/Control Number: 10/798,240 Page 5 

Art Unit: 2629 

predetermined function of the portable electronic appliance; see col. 4, lines 13-41; col. 5, lines 
12-20; and lines 42-64. 

However, Davis does not expressly teach that the first sensor is capable of determining 
orientation of the portable electronic appliance in three dimensions. 

Rekimoto, figures 1 and 2, teaches a portable electronic appliance, which is a personal digital 
assistant (50), which comprises a sensor (1) that is a gyro sensor capable of determining 
orientation of the portable electronic appliance in three dimensions; see col. 2, lines 57-62. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
utilize the sensor as taught by Rekimoto in the Davis device because this would provide the 
enhanced functionality of the cursor control or the GPS map view display; see figures 7 and 8; 
and col. 6, line 57 to col. 7, line 48. By this rationale, claims 1 and 2. 

10. Regarding claim 4, Davis further teaches that the at least one second sensor 304 is a 
pressure sensitive switch (the user grasps and or squeezes the housing - see Fig. 2, col. 5, lines 
29-36). Claim 4 is dependent upon the base claim 1 ; and is therefore rejected on the same 
reasons set forth in claim 1, and by the reason noted above. 

11. Regarding claim 13, which comprises claimed elements and limitations of claim 1, 
rephrased to claim the second sensor is disposed underneath a surface of the housing. Davis 
further teaches that the second sensor (304) is disposed underneath a surface of the housing, see 
col. 5, lines 53-55. Claim 1 3is therefore rejected on the same basis set forth in claim 1 and by 
the reason noted above. 

12. Regarding claims 14, 15 and 17, which are method claims corresponding the apparatus 
claims 1, 2 and 4; and are therefore rejected on the same basis set forth in claims 1, 2 and 4. 
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13. Claims 3, 5-10, 12, 16, 18-23 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Davis (U.S. Patent No. 6,292,674) in view of Rekimoto (U.S. Patent No. 
6,567,068), hereinafter referred to as "Davis-Rekimoto", as applied to claims 1 and 14 discussed 
above, and further in view of Smith et al (U.S. Patent No. 7,088,343, hereinafter referred to as 
"Smith". 

Davis-Rekimoto teaches generally all except for the second sensor comprises a capacitive 
touchpad capable of arcuate surfaces, or sensing touch, or proximity sensing, or performing a 
functional operation such as adjusting volume. 

Smith teaches a portable electronic device comprise a capacitive touchpad (102) 
capable of arcuate surfaces, or sensing touch, or proximity sensing, or performing a functional 
operation such as adjusting volume; see figures 2-5; col. 10, lines 45-58; col. 11, lines 31, 61-66; 
and col. 17, lines 5-33. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to utilize the touchpad of Smith in the Davis-Casebolt device because 
this would provide an enhanced functionality of the device-operator interface. By this rationale, 
claims 3, 5-10, 12, 16, 18-23 and 25 are rejected. 

Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Henry N. Tran whose telephone number is 571-272-7760. The 
examiner can normally be reached on M-F 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bipin H. Shalwala can be reached on 571-272-7681. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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